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1. ARGUMENTS 

Claim 7 is tiie only eiaim pending in this application. I^'or the reasons set forth belovv, 
and for the reasons set forth in Applicant's primary- Appeal Evict the Ext^miner's obviousness 
rejection of claim 7 must be reversed. 

The Examiaer's Obviousness Rejection is Defective 

ITie rejection of claim 7 under 35 U.S.C. § 103 is based upon the allegedly obvious 
combination of Gierek in view of Rallis, and further in view of the Japanese '213 patent, and 
then the further optimization of time and temperature specifications for the aluminum alloy 
bath. Thus, the lixarainer's rejection requires a person skilled in the art to take numerous 
steps in orx^er to achieve Applicants' invention: 

1 . Modify Gierek in view of Rallis; then, 

2. Further modify Gierek in view of Japanese '213; then 

3 . Optimize the aluminum alloy bath temperature; and then 

4. Optimize the aluminum alloy bath time. 

To foilovv these four steps, and then achieve Applicants' invention can only be 
accomplished by hindsight, since these references tl^emselves do not suggest Applicants' 
invention. 

First, Gierek provides no specific alloy composition. Rather, Gierek describes a 
generic dumimmi alloy, and cites 25 possible aluminum additives that could be used for the 
alloy. See Gierek, col. 2, lines 50-52. Similarly, Rallis does not provide a specific aluminum 
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alloy, but also generically describes an aluminum alloy that cars be comprised of 23 different 
alumimim additives. See RalJis, col. 2, line 64 - col. 3, line 4, Thererbre, the lixaminer cites 
the Japanese '213 patent as teaching .Applicants' aluminum alloy. However, the Japanese '213 
patent describes an alloy used for casting, rather than coating a steel product as in 
Appiicants' invention. Casting and coating are not equivalent processes and do not result in 
equivalent products. The lixaminer provides no explanation as to why a person skilled in the 
art of aluminum coating would look to the field of alminnum casting for a specific alloy to 
use for coating. 

Furthermore, the Gierek. patent discloses a 400'' bath temperature range, irom 550" - 
950** C. Similarly, Rallis discloses a 90° temperature range, from 538'' ■-• 727'' C. In 
comparison, claim 7 requires a 20^* range, from 660* - 680" C. llie ISxaminer's assertion that 
cither the Gierek or Rallis temperature ranges can be optimized to satisfy the range of claim 7 
is an over simplification without any supporting evidence. Such a conclusory assertion 
cannot be the basSis for an obviousness rejection. 

Similarly, the Examiner's implication that the bath time can also be optimized from 
Gierek or Rallis is an unsupported conclusion. The Gierek time is 1 5 seconds •••• 30 minutes, 
while the Rallis time is 30 - 1 20 minutes. Tlius, both Gierek and llallis have a relative broad 
range of time for Hie aluminum alloy bath, hi comparison, claim 7 has oaly a 1 0 second 
range for the aluminum bath, from 70 - 80 seconds. The Examiner has presented no 
evidence that Applicants' narrow, 10 second range can be discovered or reverse engineered 
from the broad ranges of Gierek or Ralhs through simple, or quick and easy testing and 
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experimentation. Therefore, the alleged optimization of the bath time is not a mere obvious 
variation or derivation from Ciierek or Rallis. 

As noted in .Applicants' primary^ Brief, the Japanese '213 patent has no disclosure of 
any time or temperature ranges for the aluminum alloy casting melt. Thus, tlie Japanese '213 
patent does not overcome the deficiencies of Gierek and Rallis witli respect to the bath time 
and teiTiperature. In short, the Examiner's combination of Ciierek, Raliis, and tlie Japanese 
'213 patents picks selected details from these references, v^ithout considering the reference as 
a whole, and then combines the selected details without any rational underpinning, and then 
speculates that the person of ordinary skill can find the optimum tiine and temperature from a 
wide range of times and temperattires, so as to allegedly achieve the subject matter and 
limitations of claim 7. Such selectively of the prior art details, the subsequent combination 
thereof^, and then optimizing time and lemperature, can only be achieved through the 
improper use of hindsight based upon Applicants' specification and claim 7. 

On page 18 of the Brief, the Examiner quotes old CC?A case law: 

"Wliere the general conditions of a claim are disclosed in the prior art, it 
is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Allen 220 F.2d 554, 556 (CCPA 1;955). 

Here, Rallis does not disclose the general conditions of claim 7, since Rallis is 

directed towards an interdi ffused layer of two metals, whereas claim 7 relates to coating of a 

metal product with an aluminum alloy layer. Similarly, Japanese '213 does not disclose the 

general conditions of claim 7, since Japanese '213 relates to a casting process, whereas claim 
7 relates to a coating process. Also, the Iixaminer has not shown that discovery of 



4 



Applicant's narrow time and temperature pararneters only require routine experimentation. 
Therefore, the precedent cited by the lixOTiiner does not support tire Examiner's position. 

As evidence in this case. Applicant submitted the Rule 132; Declaration of Dr. Gerald 
S. Frankei, a Professor of Materials and Science Engineering at Tlie Ohio State University. 
Professor l^-rankel, a corrosion expert, as reviewed theRallis and Japanese '213 patents cited 
by the ExaTiiiner in the rejection of claim 7, As Dr. Franke! explains in his Declaration, 
paragraph .3, Applicants' invention relates to an aluminum alloy coating on iron and steel 
products for ductility. Dr. Frankei further explains in his Declaration, paragraph 4, that 
ilallis is directed towards alumini/ing steel with an intermetallic or interdifftjsed layer for 
high strength. Dr. Fninkel further explains in paragraph 6 of his Declaration that in 
metallurgy, ductility and strength are inversely related. Dr. i-rankel also notes that the five 
.minutes required for metal interditflision in Raiiis is approximately five times longer than the 
70-80 seconds required for Applicants' coating process. 

Since the process required to create an interdiffi^cd layer of steel and aiurninum alloy 
is substantially dilTerent than the process for coating steel with an aluminimi alloy, one 
skilled in the art would not look to the Raiiis patent for alloy compositions, temperature 
ranges, or bath times for which to modify the Gierek i^atent. The Examiner presents no 
evidence to the contrary, but rather simply relies upon Raiiis in the abstract. The lixaminer 
provides no rational underpinning ^ to why a person skilled in the art would modify Gierek 
in view of Raiiis. The Examiner provides no rational underpinning, as required by KS.R, for 
such a modification. RaHis discloses a very narrow and specific process for interdiliusing 
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steel and aliimini5m alloy which is not applicable to Applicants' invention or Crierek's 
disclosure. Therefore, Rallis cannot be relied upon for an obviousness rejection. 



11. CONCLUSION 

The ExaiTiifter has not made out 3i prima facie case of obviousness. The Examiner 
relies upon prior art from three different technologies: aliiminiim coating (Gierek), aluminum 
interdiffusion layering (Ralli.s), and aluminum casting (Japanese '21 3). Each of these 
technologies and processes has different goals and objectives^ with tlie resvxlting products 
being used for difierent purposes. There is no evidence tliat one skilled in the art would look 
to these different teclmologies and combine them in some fashion,; and tlien have to do 
additional testing or experimentation to optimize the process to meet the limitations of claim 
7. The Examiner provides no rational basis for combining the references, and picks and 
chooses selected portions from the references, witlioiit relying upon the teaching of each 
reference as a whole. Such unsupported assertions and eonclusiorrs cannot support a 
rejection for obviousness. 

For all of these reasons, the § 103 obviousness rejection of claim 7 is fetally flawed 
and should be reversed. 
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No fees or extensions of time are believed to be due in cont^ection with this brief; 



however, consider this a request for any extension inadvertently omitted, and chai gc any 
additional fees to Deposit Account No. 26-0084. 

Respectfully submitted, 

'kirk m. har I i;NG,Tcg ^Nio i 1 ,02 - 

McKEE, VOORill PS & SFASE 
Attorneys of Record 
CUSTOMER NO, 22885 

801 Grand - Suite 3200 

Des Moines, Iowa 50309-2721 

515-288-3667 
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